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{ REMARKS 

I Concurrent to the Notice of Appeal filed herewith, this Request is in response to the Final 
O^ce Action dated August 23, 2007. 


R#ECTIpN UNDER 35 U.S.C. § 102 

; The Office Action rejects claims 1-8 under 35 U.S.C. §I02(e) as allegedly being 
anticipated by U.S. Patent No. 6,643,267 to Karia et al. (hereinafter "Karia"). Appellant 
respectfully submits that this rejection is deficient for at least the following reasons. 
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Although the caption of the rejection on page 2 indicates that it is only a rejection of 

claims 1-7, Appellant notes that, on page 4, the rejection includes claim 8. Further, Appellant 

ncftes that the Office Action Summary indicates that claim 8 is rejected. Thus, Appellant 

be^eves that the caption indicating that the rcg'ection is a rejection of claims 1-7 is a vestige ftom 

^ . ■ * 

the rejection that appeared in the December 27, 2006, non-final Office Action that was 
in^vertently copied into the pending final rejection. 

i The test for determining if a refer«ice anticipates a claim, for purposes of a rejection 
m^Jer 35 U.S.C. § 102, is whether the reference discloses all the elements of the claimed 
coinbination, or the mechanical equivalents thereof jainctioning in substantially the same way to 
pr9duce substantially the same results. As noted by the Court of Appeals for the Federal Circuit 
in iindemann Maschinenfabrick GmbH v. American Hoist and Derrick Co., 221 U.S.P.Q. 481, 
48§ (Fed. Cir. 1984), in evaluating liie sufficiency of an anticipation rejection under 35 U.S.C. § 
lot, the Covut stated: 

i Anticipation requires the presence in a single prior ail reference disclosure of each 
and every element of the claimed invention, arranged as in the claim. 

Th^efore, if the cited reference does not disclose each and every element of the claimed 
in^tion, then the cited reference fails to anticipate the claimed invention and, thus, the claimed 
invention is distinguishable over the dted refo^nce. 
Excessive a nd Imoroner Reliance on "Inherency" 

-. . The rejection relies on an inherency argument three times in connection with daim 1. 
Th^ rejection further relies on additional inherency arguments twice with respect to dependent 
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claim 2- The Office Action further relies on an inherency argument with respect to depeadent 
claim 3. The Office Action further relies on an inherency argument with respect to dependent 
claim 4. The Office Action further relies on an inherency argument with respect to d^Kwdent 
claim 6. The Office Action further relies on an inherency argument with respect to dependent 
claim 1. The Office Action further relies on two additional inherency arguments with respect to 
d€j>end^t claim 8* In all, the Office Action relics on eleven inherency arguments with respect to 
th^ rejection of pending claims 1 -8. 

Appellant notes that the rejection of claims 1 -7 is repeated verbatim ftom the rejection of 
those claims that appeared in the December 27, 2006, non-final Office Action. In response 
th^eto, Appellant pointed out that the rejection correctly concedes that Karia fails to disclose, 
te^h or suggest a large portion of the subject matter recited in the rejected claims. In fact, 
Ajipellant respectfully asserts that the rejection correctly concedes that Karia fails to disclose, 
te^ or suggest significantly more than Half of the subject matter recited in the rejected claims! 
Orf fliis basis alone, Appellant respectfijUy asserts that the OfSce Action has excessively and 
imj^roperiy relied on aUegations of inherency in putting forth the rejection. Appellant 
re^)ectfully assets that the rejection should be reversed on this basis alone. 

In support of the foregoing position, by way of example, and by way of example only, 
Apfjellant's previous response focused on the recitation in claim 1 of "modifying a parameter." 
In sections 4 and 5 on pages 5 and 6, the Office Action includes a Response to Arguments 
sedEion. However, the Response to Arguments section entirely iguores Appellant*s argumait 
lhalf the reliance on inherency in the rejection is excessive and improper. 
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Iniiproper Reliance On Secondary References 

In the Response to Argumaits section, both in section 4 on page 5 and extensively in 
s^Jtion 5 on page 6, the Response to Arguments relies on documents made of record by 
A|>pellant Appellant respectfully submits that the rejection's reliance on these many documents 
in)connection with the rejection, vdthout applying the documents as documents relied upon as 
th^ basis for Ae rejection, is improper. 

Appellant respectfully submits that, in order to be properly crafted, the rejection should 
benisted as a rejeotion(s) under 35 U.S.C. § 103(a) based on combinations of Karia and the 
a<^itionaI documents relied upon in the Response to Arguments sections 4 and 5 on pages 5 and 
6. ^.Appellant respectfully submits that, even assuming arguendo that the Office Action's reUance 
I oi^tbe many documents is proper, which it is not, at a minimum the rejection is reversible due to 

I itsjfeilure to apply all the documents relied upon for the rejection. 

•j 

A 

f Appellant respectfully requests that the rejection be reversed on tfiis basis as well. 
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cbNCLUSION 

y 

While we believe that the instant pre-appeal brief places the application in condition for 
aliowance, should the Examiner have any fiirther comments or suggestions, it is respectfhlly 
requested that the Examiner telqjhone fte undersigned attorney in order to expeditiously resolve 
.ai£y outstanding issues. 

In the event that the fees submitted prove to be insufficient in connection with the filing 
o^s paper, please charge our Deposit Account Number 50-0578 and please credit any excess, 
fees to such Deposit Account. 

RespectfiiUy submitted, 
KRAMER & AMADO, P.C. 

Daste: December 26. 2007 /^^^^ Ll/x^^ 


Terry Kraider 

KRAMER & AMADO, P.C. Registiatifon No.: 41,541 

1725 Duke Street, Suite 240 
Alexandria, VA 223 14 
Ph^e: 703-519-9801 
Fai: 703-519-9802 
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